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REGISTRATION 
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James Love Hopkins and Nelson Thomas, both of St. Louis, 
Mo., for appellants. 

Hugh K. Wagner, of St. Louis, Mo. (Leonard J. Langbein, 
of New York City, on the brief), for appellees. 


Before Hook and Smiru, Circuit Judges, and VAN V ALKEN- 
BURGH, District Judge. 

VAN VALKENBURGH, District Judge—aAppellees, complain- 

f New York, and are the 

members of a copartnership known and styled as Street & Smith. 


: ; See 
‘1 in the business of publishing detective stories | 


ants below, are citizens of the state o 


This firm is engage 
characterized by the general name of ** Nick Carter.” Its publ 
tions are issued weekly and consist, exclusive of cover, of thirty- 


+ 


[Wo pages II by S inches in size. Of these pages, twenty-six are 


, ae ay 
oted t ‘ rar ctive Storyv Col yete in tse * 1 owes tn snace 
ted to a detectiy ry complete in itself; five pages to s] 

11 ° ] senT ‘ 1 y : 8 
ling items under the heading “News of All Nations ind one 
, ' : 11 : 
eto id ertising otl UbDCATIONS 18Ssued DY tl san € 
rt ] 1 5 | 
ver 18 In colors and presents yrder the seri ' 
1 \’ ‘ 7 er 
ice, general tit N Cartel the specific title t 
ee “h*] 1 ] I> a4 99 ocias -- a ; — 4 1 . 
StOry, as he Red Button,” contained in that iss in 
| ‘ ) ] 
) | racterist ; ERE SEOTY Or ¢ picting s 
; Clothe ' , 
rht mo tions of interior make-up | : 
1 1 1 
1) i this s( pti ) s » ( mMpla i s 
} 1 1 ] ] rr : S 1 
ith their bill July 1, 1912 lhe tunction of the wi : 
he publication of the single detective story contained therein \ 
EON Eee Serer aes: er hao ed Pe ee, Ae eee ae, 
erent Story 1 C1 distinct titie 1s published each 
, : : 
are COM] te 3 Themselves lhe only connectio1 tw 


hen 1S that Line let “L1Ve character. Nick Carter. 1S 
19, 1910, complainants registered 


‘Nick Carter” as a trade-mark for “a weekly publication devoted 


{101 lle o tl t it id been used in their busi s 
f their predecessors since March 30, 188s 

The appellant Atlas Manufacturing Company is Mi 
rporation domiciled in the City of St. Louis. Its business 
ludes the manufacture and sale of moving picture films \Y 
lant Crawford is its president. In January or February 2 
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said Atlas Manufacturing Company employed certain persons, 
named, respectively, Wolcott and Hamilton, to write a scenario 
or memorandum of the series of events in a detective story. This 
story was then acted with appropriate stage setting and the per- 
formance photographed in sequence. From these photographs a 
film was prepared, and it is the purpose of appellants to sell, rent, 
or lease this film to such persons as may desire to display it in 
moving-picture theaters. As advertised the story presents ‘Nick 
Carter, the Great American Detective, Solving the $100,000 
Jewel Mystery.” It appropriates neither title, plot, nor situa- 
tions of any story published by complainants. The name Nick 
Carter is used, and a detective story is portrayed. The name of 
the appellant corporation, as manufacturer, is displayed upon the 
screen. Complainants, claiming the “exclusive right to make, sell, 
print, publish, and display to the public detective stories marked 
with the name and trade-mark ‘Nick Carter’ and called and 
known by the trade-name ‘Nick Carter,’”’ filed their bill of com- 
plaint July 1, 1912, to restrain defendants from using this name 
in any connection or form. A preliminary injunction was granted, 
and defendants appealed. Complainants have taken out no copy- 
right upon any of their publications. Therefore no rights aris- 
ing under the copy right law are presented for determination. The 
property rights asserted are based (1) upon registered trade- 
mark; (2) upon long-established trade-name. 

The trade-mark registered is ‘Nick Carter.” ‘The law au- 
thorizing such registration provides that the applicant shall spec- 
ify “the class of merchandise and the particular description of 
goods comprised in such class to which the trade-mark is ap- 
propriated, * * a description of the trade-mark itself,” 
and “‘a statement of the mode in which same is applied and affixed 
to goods. * * \ct Feb. 20, 1905, 33 Statutes at Large, pt. 
I, c. 592, p. 724 (U.S. Comp. St. Supp., 1911, p. 1459). In com- 
pliance with this requirement, complainants particularly describe 
their so-called goods as “a weekly periodical devoted to fiction.” 
To entitle this publication to protection under the trade-mark 


granted, it must conform to the description filed; it must be a 
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periodical. In Smith, et al. v. Hitchcock, 226 U. S., 53, 33 Sup. 
Cr., 6; 37-1. Ba: . decided November 18, 1912, the Supreme 
Court held that the “Tip Top Weekly,” issued by these same com- 
plainants, and practically identical in structure with the “Nick 
Carter” publication, is not a periodical, but a book. 

Literary property in a book can not be protected by trade- 
mark, nor otherwise than by copyright. Black v. Ehrich (C. C.), 
44 Fed., 793; Brown on Trade-Marks, §§ 116, 117. This is con- 
ceded by complainants’ counsel in brief and argument; but it is 
claimed that whether the publication be regarded as a periodical 
or a book the trade-mark protects it in its character as goods or 
merchandise. It is therefore well to determine the exact nature 
of the “merchandise” to which the trade-mark applies. This must 
be the publication, as such, whether book or periodical. It is the 
form, not the contents. ‘Nick Carter” is not the name of the 
specific story, as, in this case, “The Red Button.” None of the 
individual stories, as such, are covered by the mark. ‘To publish 
a little booklet entitled “The Red Button,” distinct in size, form, 
and dress, not bearing the imprint “Nick Carter,” would not in- 
fringe this technical trade-mark. Conceding to this registered 
mark its broadest application, it can at most protect only against 
something in the nature of a periodical publication—of the same 
class. 

No exercise of imagination, however fertile, can transform 
defendants’ film or its intermittent exhibitions into anything re 
sembling a periodical publication. 

Complainants’ chief reliance would seem to be upon the claim 
asserted in their bill that they have possessed for many years, 
and still possess, the exclusive right to make, sell, print, publish, 
and display to the public detective stories called and known by 
the trade-name “Nick Carter.” This is a direct appeal to the 
law affecting unfair competition in trade. Because they have long 
published detective stories associated with this name and char 
acter, they now assert the exclusive right to construct and make 


public in any manner whatsoever all detective stories involving 


the name and character of Nick Carter. It is the individual 
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story as an article of merchandise, and not the form of publica- 
tion, for which protection is thus invoked. In the language of 
the brief, “the sole question in this case for the court to decide 
is whether or not a moving-picture film is of the same class of 
goods as a printed book.” The claim advanced is ingenious and 
decidedly comprehensive in its scope. 

We agree with counsel that “the fact that appellees’ |com- 
plainants’] stories are not the highest class of literature does not 
bar complainants from relief by the courts.” In other words, this 
fact does not take from the stories their essential character as 
literature in the eyes of the law. They are subjects of copy- 
right. And this leads us to inquire what complainants’ standing 
would be under the law of copyrights - The author of a literary 
work or composition has, by common law, the exclusive right to 
the first publication of it. He has no exclusive right to multiply 
or control the subsequent issues of copies by others. The right 
of an author or proprietor of a literary work to multiply copies 
of it to the exclusion of others is the creature of statute. This 
is the right secured by the copyright laws of the different govern 
ments. Palmer v. De [Vitt, 47 N. Y., 532, 7 Am. Rep., 480. 


“Neither the author nor proprietor of a literary work has any prop 
erty in its name. It is a term of description, which serves to identify the 
work; but any other person can, with impunity, adopt it and apply it t 
any other book, or to any trade commodity, provided he does not use it 
as a false token to induce the pubiic to believe that the thing to which 
it is applied is the identical thing which it originally designated. It 
literary property could protected under the theory that the name by 
which it is christened is equivalent to a trade-mark, there would be 
necessity for Op right laws.” Black \ Ehrich (C. C.), 44 Fed., 793 


So the copyright of a book does not prevent others from 
taking the same title for another book, though the copyright has 
not expired; and on the expiration of the copyright of a novel 
any person may use the plot for a play, copy or publish it, or 
make any other use of it he sees fit. In such case, where one 
writes and copyrights a play based on a novel, and bearing the 
same title as the novel, he can not prevent another from giving 
the same name to an entirely different play which has_ been 
novel. Glaser v. St. Elmo Co. (C. C.), 


constructed from that 































264 THE TRADE-MARK REPORTER 


175 Fed., 276. ‘The right to use a copyrighted name upon the 
expiration of the copyright becomes public property, subject to 
the limitation that the right be so exercised as not to deceive 
members of the public and lead them to believe that they are buy- 
ing the particular thing which was produced under the copyright. 
G. & C. Merriam Co. v. Ogilvie (C. C. A.), 159 Fed., 638, 88 
C. C. A., 596, 16 L. R. A. (N. S.), 549, 14 Ann. Cas., 796. 

Original section 4952, R. S. U. S., provided that “authors 
may reserve the right to dramatize or to translate their own 
works.”’ Unless this reservation was made, the public was free 
to make such use of them. By act of March 3, 1891, c. 565, 26 
Stat., 1107 (U. S. Comp. St., 1901, p. 3406), it was provided that 
“authors or their assigns shall have exclusive right to dramatize 
and translate any of their works for which copyright shall have 
been obtained under the laws of the United States.” This made 
such exclusive right an integral part of the copyright itself. Un- 
der this section, so amended, the supreme court has held that an 
exhibition of a series of photographs of persons and things, ar- 
ranged on films as moving pictures and so depicted the principal 
scenes of an author’s work as to tell the story, is a dramatization 
of such work, and the person producing the films and offering 
them for sale for exhibitions, even if not himself exhibiting them, 
infringes the copyright of the author. Kalem Co. v. Harper Bros., 
222 U. S., 55, 32 Sup. Ct., 20, 56 L. Ed., 92, Ann. Cas., 1913A, 
1285. Nevertheless, it is held that the owner of the copyright 
of a novel is not entitled to protection against the use of that 
name in connection with a dramatic composition which does not 
present any scenes, plot, or dialogue imitated or adapted from the 
novel; it being the name in connection with the novel, and not the 
name alone, which the copyright protects. Harper, et al. v. 
Ranous (C. C.), 67 Fed., 904. If the copyright has expired, or 
none has been taken out, neither the rights and privileges con- 
ferred, nor the limitations and obligations imposed, by that law 
are present, because, apart from the statute, none exist. 


Complainants do not rely upon copyright. The name “Nick 
Carter” is not the title of any story, nor the name of author or 
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publisher. But complainants insist that we shall consider their 
books, not from the literary standpoint, but as merchandise, and 
cite numerous cases recognizing that the principles of trade-mark 
law, and the law forbidding unfair competition in business, may, 
under certain conditions, apply to books, magazines, periodicals, 
and newspapers. ‘That they may and do apply to magazines, 
periodicals, and newspapers, as such, we have already seen; to 
books the application is more limited. The cases cited reveal 
that protection is accorded in connection with specific kinds of 
books, such as Bibles, dictionaries, and works of a like nature, 
where the name has so long been used to designate the produc- 
tion as to have become identified with such particular publications 
as denoting their origin, and where the use of such name by an- 
other publisher, having no connection with the place or name, can 
have no purpose exc pt to deceive purchasers. Chancellor, etc.., of 
Oxford University v. Wilmore-Andrews Pub. Co. (C. C.), 101 
Fed., 443; Merriam Co. v. Straus, et al. (C. C.), 136 Fed., 477; 
Ogilvie v. Merriam Co. (C. C.), 149 Fed., 858; Merriam v. Hollo- 
way Pub. Co. (C.C.), 43 Fed., 450; Merriam, et al. v. Texas Sift- 
ngs Pub. Co. (C. C.), 49 Fed., 944; Merriam v. Famous Shoe 
cy Clothing Co. (C. C.), 47 Fed., 411. In instances where the 
same method of selection, illustration, and style of binding, as 
well as name on the cover, have been taken, the form of pub- 
lication is the feature of critical importance. Estes, et al. v. 
Williams, et al. (C. C.), 21 Fed., 189; Estes, et al. v. Leslie, et al. 
(C. C.), 27 Fed., 22; Estes, et al. v. Worthington (C. C.), 31 
Fed., 154. In all cases the courts have been careful to limit the 
doctrine announced to the special circumstances, and have coupled 
it with a restatement of well-known principles. Thus in Merriam 
v. Straus, et al., supra, Judge Wallace said: 


“It is proper, however, to say that the bill is in part an attempt 
to protect the literary property in the dictionaries, which became publici 


juris upon the expiration of the copyrights. This attempt must prove 
futile.” 
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In Ogilvie v. Merriam Co. (C. C.), 149 Fed., 858, it is 
pointed out that this public right can not be taken away or 
abridged on any theory of trade-mark or unfair competition, 
which is only another way of seeking to perpetuate the monopoly 
secured by the copyright. Similar views are expressed in Mer- 
riam v. Texas Siftings Pub. Co. (C. C.), 49 Fed., 944, and Mer- 
riam v. Famous Shoe & Clothing Co. (C. C.), 47 Fed., 411. In 
G. & C. Merriam v. Ogilvie (C. C. A.), 159 Fed., 638, 88 
C. C. A., §96, 16 L. R. A. (N. §.), 549, 14 Ann. C 


as., 796, the 
court of 


appeals for the first circuit used language still more 
explicit : 





“The name ‘Webster’ having been copyrighted by the Merriams, they 
were protected in its use under a statutory right during an expressed 
term of years. The protection, therefore, in that respect, came by virtue 
of the copyright, rather than by virtue of its use in publication and trade. 
The statutory monopoly having expired under statutory limitation, the 
word ‘Webster,’ used in connection with a dictionary, became public prop- 
erty, and any relief granted upon the idea of title or proprietorship in the 
trade-name of ‘Webster’ would necessarily involve an unwarrantable con- 
tinuance of the statutory monopoly secured by the copyright.” 


The important principle involved is, perhaps, most pointedly 
stated by Mr. Justice Miller in Merriam, et al. v. Holloway Pub. 
Co., supra. He says: 









“T want to say, however, with reference to the main issue in the case, 
that it occurs to me that this proceeding is an attempt to establish the 
doctrine that a party who has had the copyright of a book until it has 
expired may continue that monopoly indefinitely, under the pretense that 
it is protected by a trade-mark, or something of that sort. I do not be- 
lieve in any such doctrine, nor do my associates. When a man takes out 
a copyright for any of his writings or works, he impliedly agrees that 
at the expiration of that copyright such writings or works shall go to 
the public and become public property. I may be the first to announce 
that doctrine, but I announce it without any hesitation. If a man is en- 
titled to an extension of his copyright, he may obtain it by the mode 
pointed out by law. The law provides a method of obtaining such exten- 
sion. The copyright law gives an author or proprietor a monopoly of the 
sale of his writings for a definite period, but the grant of a monopoly im- 
plies that after the monopoly has expired the public shall be entitled ever 
afterwards to the unrestricted use of the book. * * * I will say this, 
however: That the contention that complainants have any special prop- 
erty in ‘Webster’s Dictionary’ is all nonsense, since the copyright has ex- 
pired. What do they mean by the expression ‘their boox«,’ when they 
speak of Webster’s Dictionary? It may be their book if they have bought 
it, as a copy of Webster’s Dictionary is my book if I have bought it. But 
in no other sense than that last indicated can the complainants say of 
Webster’s Dictionary that it is their book.” 
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In the Chatterbox cases (Estes v. Williams, supra; Estes v. 
Leslie, supra, and Estes v. Worthington, supra), emphasis is laid 
chiefly upon similarity of form. In Estes, et al. v. Williams, 
et al., supra, it was said: 


“There is no question but that the defendants have the right to re- 
print the compositions and illustrations contained in these books, includ- 
ing the titles of the several pieces and pictures. That does not settle the 
question as to the right claimed here. There is work in these publica 
tions aside from the ideas and conceptions. Johnston was not the writer 
of the articles nor the designer of the pictures composing the books, but 
he brought them out in this form. The name indicates this work. The 
defendants, by putting this name to their work in bringing out the same 
style of book, indicate that their work is his. This renders his book 
less remunerative, and while continued is a continuing injury which it is 
the peculiar province of a court of equity to prevent.” 

In Kalem Co. v. Harper Bros., 222 U.S., 55, 32 Sup. Ct., 20, 


56 L. Ed., 92, Ann. Cas., 1913A, 1285, it was suggested by coun- 
sel that to extend the copyright to a case of reproducing scenes 
from Ben Hur by means of moving pictures was to extend it to 
the ideas as distinguished from the words in which those ideas 
are clothed. Mr. Justice Holmes said: 


“But there is no attempt to make a monopoly of the ideas expressed 
The law confines itself to a particular, cognate, and well-known form of 
production.” 

It may be conceded: That the law relating to unfair trade 
has a threefold object: First, to protect the honest trader in the 


business which fairly belongs to him; second, to punish the dis- 


honest trader, who is taking his competitor’s business away by 


unfair means; third to protect the public from deception. Gulden 
v. Chance (C. C. A.), 182 Fed., 303, 105 C. C. A., 16. That to 
sustain a charge of infringement the owner of a trade-mark must 
have used it on the same class, but not necessarily on the same 
species, of goods as the alleged infringer. Layton Pure Food 
Co. v. Church & Dwight Co. (C. C. A.), 182 Fed., 35, 104 
C.C. A., 475, 32 L. R. A. (N. S.), 274. Of course, defendants’ 
film bears no resemblance to complainants’ books. No one would 
buy the one in the belief that he was getting the other. It is the 


display that constitutes the infringement, if there is one; and 
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in such case the producer of the film is responsible equally with 
the exhibitor. Aalem Co. v. Harper Bros., supra. We do not 
think a moving picture show is of the same class as a written 
book. One belongs to the field of literature; the other to the 
domain of theatricals. Originally there was no legal connection 
between the written novel and a dramatization based upon its 
characters and incidents. The connection was made by statute 
in derogation of the common law. In the absence of copyright, 
the situation is as if no such connection had ever been made. 
We are unwilling, indirectly, to extend to writings a protection 
beyond that conferred by statute. Congress created a specific 
form of monopoly for literary property in this country, and made 
it subject to express limitations. It is for congress to say 
whether these limitations should be relaxed. 

Neither trade-mark nor trade-name can afford protection to 
detective stories, as such, whether published or still unborn, and 
much less where neither title nor composition is pirated, and 
but a single common character is used. ‘The suggestion involves 


1g the 


> 


an attempt to make a monopoly of ideas, instead of confinin 
application of the law to “a particular cognate and well-known 
form of production.” 

Moving pictures and dramatizations are cognate forms of 
production. When copyright was extended to the latter, it neces 
sarily included the former; but in the absence of copyright no 
such relation exists between either of these forms and the 
written book. It is not thought that the public will be deceived 
into belief that it is seeing a reproduction of one of complain- 
ants’ stories when it witnesses that displayed from defendants’ 
film. But if so it is no more deceived than when it reads a book 
of the same name as one theretofore published, but unprotected. 
It may be that the defendants are profiting by the use of a name 
made distinctive by complainants, but this is true of one who 
sells a brand of cigars named after a famous book or a famous 
personage. In the absence of some positive legal right in com- 


plainants, these are conditions for which equity can not under- 


take to create a remedy. The decree below must therefore be 
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reversed and the case remanded, with directions that the pre- 
liminary injunction be dissolved and the bill dismissed for want 
of equity. Mast, Foos & Co. v. Stover Manufacturing Co., 177 
U. S., 485, 20 Sup. Ct., 708, 44 L. Ed., 856; Castner v. Coffman, 


178 U.-S., 168, 20 Sup. Ct., 842, 44 L. Ed., 1021. 





It is so ordered. 
Hook, Circuit Judge (dissenting) —My objection to the 
above conclusion can be expressed in a sentence: The defendants 
are engaged in appropriating the fruits of complamants’ current 
endeavors, and are deceiving the public. 
- wa 
MercaLue v. HANOVER STAR MILLING Co. | | 
04 Fed. Rep., 211.) 
Fifth Circuit, April 8, 1013 
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of Chester. Ill.. Lane & Lane, and C. F. Winkler, for 
appellant 


Clarkson Vorrisette, of Tuscaloosa, Ala., and London 


‘> Fitts, of Birmingham, Ala., for appellee | 





inl 
270 


FHE TRADE-MARK REPORTER 


Before PArpEE and SHELBY, Circuit Judges, and SHEPPARD, 
District Judge. 


SHEPPARD, District Judge.—This is an appeal from the Dis- 
trict Court of the Middle District of Alabama from an order 
allowing a temporary injunction against the plaintiff-in-error, 
hereafter designated defendant, by the Hanover Star Milling 
Company, a corporation of Germantown, IIl., hereafter refer- 
red to as plaintiff, for infringement and unfair competition under 
plaintiff's alleged trade-mark “Tea Rose.” 


The bill, in so far as it is necessary to consider to determine 
the merits of the controversy, charges substantially: ‘That the 
plaintiff, Hanover Star Milling Company, for twenty-seven years 
had been engaged at Germantown, Ill., in the manufacture of a 
popular grade of flour called ‘Tea Rose.” That for twelve years 
this flour had been upon the market in Alabama in sacks or 
bags under the distinctive label or stencil brand similar to the 
following cut: 


Hanover Star 
Milling Co. 
[ Design] [Design of green rose with yellow leaves, 
TEA ROSE design turned to right, and consists of one 
Special Patent | large rose, a half-open rose and small bud, 
Flour etc. | 


GERMANTOWN, ILL. 


TEA ROSE. 





That by maintaining a high grade of flour under this brand, 
and by extensive advertising, plaintiff enjoyed a lucrative trade 
in its Tea Rose flour, and by reason of the reputation of the 
Tea Rose was enabled to sell to the trade in Alabama, Georgia, 
and Florida large quantities of other flour of its manufacture. 
That defendant, Metcalf, had invaded its territory in Alabama, 
and was offering and selling in Butler county, Ala., a product of 
the Steeleville Milling Company, located at Steeleville, Ill., a 
flour different from that made and sold by plaintiff in packages 
substantially identical with those used by plaintiff in marketing 
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its Tea Rose flour, the similarity of brand and stencil picture be- 
ing shown by appropriate exhibits to the bill, which disclose such 
an imitation or dressing of the package as might well mislead 
the trade of the Hanover Star Milling Company's product, named 
“Tea Rose.” That Metcalf by the use of such wrappings, and by 
his misrepresentations that the Steeleville article is the original 
Tea Rose flour, constitutes unfair competition against plaintiff. 
Wherefore plaintiff seeks relief in equity. 

Defendant, Metcalf, answered the bill, and dented spe- 
cifically: The allegations of deception and misrepresentations in 
connection with the sale in Butler county, Ala., of the Steele- 
ville article of flour called “Tea Rose.” That he had sold and 
delivered as a merchant in business at Greenville, Ala., forty bar- 
rels of the manufacture of the Steeleville Milling Company at 


Greenville, Ala., in packages stamped as here shown: 


Steeleville 
ROLLER MILLS 
[ Design] 
P hamlets ga [Design of vellow rose with 
Steeleville Milling Co. | ances Seaves, the aconge darned ee 
under Food & Drugs Act, the left, and consists of one large 
June 30, 1906. Serial No. 15304. | rin : half open rose, and a small 
Steeleville Milling Co. ud, ete. ] 
Steeleville, Ills 
24 Lbs. TEA ROSE Flour 
Bemis, St. Louis 





That it was not represented as the Hanover Star Milling 
Company's flour, and that no deceit was practiced in the sale 
thereof. Further answering, defendant denied that plaintiff was 
the first to appropriate the name “Tea Rose” in the manufac- 
ture of flour; that the name “Tea Rose” had been appropriated 
as a brand of flour by the firm of Allen & Wheeler, of Troy, 
Ohio, long before plaintiff’s use, and as early as 1872; that the 
Steeleville Milling Company has used the Tea Rose brand on 
flour for more than sixteen years, and that for six years prior 
to plaintiff’s suit the Steeleville Milling Company had been selling 
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with plaintiff's knowledge, to the trade in portions of Mississippi 
and part of Alabama, flour in packages stamped with the cut 
above indicated. 

The cause was submitted on bill, answer, and exhibits; and 
thereupon a temporary restraining order was granted, from 
which defendant prosecuted his appeal to this court on several 
grounds of error, which may be considered for the purpose of 
this review in one assignment—that the court erred in not deny- 
ing the preliminary injunction, on the ground that the plaintiff 


was not the owner of the trade-mark ‘Tea Rose,’ and that d 


ic 


fendant had not engaged in unfair competition. 

The question mainly presented is unfair competition, but 
in the light of the authorities infringement is inseparably in 
volved, and the right to protection against the latter depends 
upon the antecedent fact of first and exclusive use. Infriige- 
ment is the wrongful copying and sending forth of an article 
well calculated to be taken for one already established in trade, 
and is regarded in the law as analogous to a trespass. Unfair 
competition consists in placing on the established trade of an 
other an article or commodity dressed so as to be very like tie 
other and “palming off” the imitation as the original. 

This leads us necessarily to ascertain what constitutes one s 
right in a trade-mark which the law undertakes to protect. Pr 
marily, first invention, use, or adoption assures to the originator 
or owner protection from infringement. Prior adoption and 
original exclusive use entitles the first appropriator to the com- 
mon-law protection against similar and deceptive dressing 
coupled with fraudulent misrepresentation. Lawrence Mfg. Co. 
v. Tennessee Mfg. Co., 138 U. S., 537, 11 Sup. Ct., 396, 34 L 
Ed., 997; Hopkins, Trade-Marks (2d Ed.), § 30. 

It does not comport with the purpose of the law to put any 
barriers in the way of commercial intercourse or to interfere with 
fair competition. It is to the best interests of society that com- 
merce be left to the adjustment of the law of supply and de- 
mand. There are, however, exclusive property rights in trade- 


marks and names which may have been adopted by one to in- 
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dicate his ownership, which are recognized and protected by the 
common law, to the extent that another will not be allowed to 
appropriate the name, mark, or symbol to enable the imitator to 
palm off on the established trade of the originator a different 
article or commodity, though it might be in every respect equal in 
quality to the original mark or brand. Such imposition con- 
stitutes what is technically termed unfair competition, which 
the law undertakes to prevent. Trade-Mark Cases, 100 U. 5., 82, 
25 L. Ed., 550 

To invoke the jurisdiction of a court of equity to prevent 
infringement and unfair competition by the use of a similar 
trade-mark by another, it is incumbent upon the complainant to 
show that he has a property right in the mark or thing which 
indicates the ownership, or origin, of the article, and that its use 
has been fraudulently invaded by another. Columbia Mill Co. 
v. Alcorn, 150 U. S., 460, 14 Sup. Ct., 151, 37 L. Ed., 1144; 
Epperson <> Co. vy. Blumenthal, 149 Ala., 125, 42 South, 863, 
13 Ann. Cas., 832. The property right in a trade-mark is ac- 
quired chiefly, as we shall see, by prior adoption and exclusive 
use of the mark or symbol relied upon to distinguish the proprie- 
tor’s ownership. ‘The exclusive right to the use of a trade-mark 
rests, not so much on priority of invention, but upon such use as 
to indicate the origin of the plaintiff's goods, and must be early 
and separate enough for that purpose. Where long use is clearly 
shown, the mere fact that the owner has permitted the limited 
use by another, if such use was not calculated to mislead, will 
not defeat the owner’s right to protection. 

On the question of first appropriation and exclusive use, 
which we have seen are the indicia of plaintiff’s title, let us ad- 
vert briefly to the bill and the evidence in support of its allega- 
tions on this point. The bill avers that the plaintiff for twenty- 
seven years had given the name “Tea Rose” to a flour manu- 
factured by it; but nowhere does it state definitely the time of its 
first use, or when it was adopted as a mark of distinction, or 
when its exclusive use began, except the general allegation that 
plaintiff had marketed flour in Alabama for twelve years under 
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the distinctive wrappings indicated in the cut, in which Tea Rose 
occurs in the ellipse after the name of the manufacturer. It is 
shown by several depositions in support of the bill that plaintiff 
had established quite an extensive trade in the particular brand 
of flour in Alabama and parts of Georgia, Florida, and Missis- 
sippi, over a period of from five to seven years; that it had en- 
countered no competition in this territory from defendant until 
about two years ago it discovered a small shipment of defend- 
ant’s brand at Tupelo, Miss., and later a shipment at West Point, 
Miss., to the time in February, 1912, when it is alleged Metcalf 
received the carload at Greenville, Ala., which precipitated the 
present litigation. Opposed to this array of fact by the plain- 
tiff, the defendant’s showing is that in 1899 to 1903, inclusive, 
it sold at divers points in Alabama and Mississippi carload lots 
of its Tea Rose flour under the distinctive wrappings indicated 
by the Steeleville Milling Company’s cut, and that for sixteen 
years flour bearing the identical trade-mark exemplified in de- 
fendant’s cut had been sold by defendant in car lots in the states 
of Illinois, Tennessee, Louisiana, Mississippi, and Arkansas, in- 
cluding one lot in Alabama as long ago as 1899. It is further 
shown by defendant’s exhibits that the Tea Rose label was first 
used as a trade-mark and stamped on flour manufactured by 
Allen & Wheeler, of Troy, Ohio, as early as 1872, and had been 
continuously used by said firm and its successors up to the 
time of this suit. It also was shown by the records of a bag fac- 
tory of H. & L. Bag Company of St. Louis, which makes bags 
for both plaintiff and defendant, that the orders of the Steeleville 
Milling Company for sacks labeled with the print containing Tea 
Rose mark identical with that appearing in defendant’s cut ante- 
dated the orders of the plaintiff's Tea Rose print fully three 
years. 


From this summary of the evidence, at most, it does not ap- 


pear that there is any preponderance favoring the contention that 
the plaintiff was the first appropriator of the trade-mark Tea 
Rose, or that it had the exclusive right to the use of the label 
in the territory to which it sets up exclusive title—neither on 
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the ground of first or prior appropriation, because by a clear pre- 


ponderance of the evidence the name “Tea Rose” had been 
adopted as a brand of flour many years previous to plaintiff’s 
use of the phrase for same purpose; nor on account of abandon- 
ment by the first claimant, or such intermittent use of the trade- 
mark by the first owner as would justify the adoption by another 
on that ground. On the contrary, the proofs show that defend- 
ant was for sixteen years consecutively supplying an extensive 
trade under that particular brand in Illinois, Tennessee, Indiana, 
Arkansas, and Mississippi, with occasional shipments into Ala- 
bama. During most of this period bags stamped with the dis- 
tinctive labels of both plaintiff and defendant were turned out by 
the same factory. ‘The evidence in our opinion points indubiously 
to Allen & Wheeler as having first adopted the Tea Rose brand 
for their flour in 1872. Whether this use was so general or con- 
tinuous as to exclude any other appropriation or entitle them to 
protection, the evidence shows conclusively that the use by the 
Steeleville Milling Company of this brand, commencing in 1895, 
was so extensive and continuous throughout a large territory as 
in our judgment would wholly exclude the claim of the Hanover 
Star Milling Company to either act of first appropriator or ex- 
clusive use in any of the territory from which it seeks to expel 
defendant. 

Abandonment, as we have seen, must be supported by a 
clear intention of the owner to discontinue the use of the trade- 
mark. The evidence does not show any purpose on the part of 
defendant, in our opinion, to abandon the use of the Tea Rose 
in the territory generally occupied in its trade. Nor does the evi- 
dence support the right of the plaintiff on any theory of “transi- 
tory, spasmodic, or inconsiderable” use by the defendant of the 
trade-mark in the territory by it previously occupied. Hopkins, 
Trade-Marks (2d Ed.), 54; O’Rourke v. Central City Soap Co. 
(C. C.), 26 Fed., 576; Heublein vy. Adams (C. C.), 125 Fed., 
782; Levy v. Waitt, 61 Fed., 1008, 10 C. C. A., 227, 25 L. R. A., 
190. 


It appears to be well settled by authority that the first use 
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of a trade-mark gives to the prior user the exclusive right to its 
use in trade to a commodity to which it is applied. 


George Vv. 
Smith (C. C.), 52 Fed., 830. 


Nor is property in a trade-mark 
limited to its enjoyment by territorial bounds, but may be as- 
serted and protected wherever the law affords a remedy for 
wrongs. Saxrlehner v. Eisner & Mendelson Co., 179 U. S., 19, 
21 Sup. Ct., 7, 45 L. Ed., 60; Derringer v. Plate, 29 Cal., 292, 87 
Am. Dec., 170. 

The Steeleville Milling Company's first use, and its exten- 
sive and continuous use, established by the evidence, in the terri- 
tory of its selection, gave it the unqualified right to cxtend un- 
hampered its trade in flour under the Tea Rose brand into any 
part of the United States, and that, too, without incurring the 
legal odium of unfair competition. ‘To entitle the plaintiff to 
protection against unfair competition in the dress of goods, it 
should be clearly shown that he had established the exclusive 
right by prior adoption to dress his goods in the manner claimed. 
Coats v. Merrick Thread Co., 149 U. S., 562, 13 Sup. Ct. 
966, 37 L. Ed., 847; Diets v. Horton Mfg. Co., 170 Fed., 865, 96 
C. C. A,, 41. 


We have seen that, before there can be any infringement 
of a trade-mark, it should appear by a clear preponderance of 
the evidence that complainant was the first to appropriate the 
mark or symbol, and his exclusive use depends upon prior ap- 
propriation. The proofs show that Allen & Wheeler were the 
first to appropriate the Tea Rose brand as early as 1872, and that 
its use by the Steeleville Milling Company began in 1895, three 
years before the first order for sacks bearing that dress by the 
Hanover Star Milling Company. Columbia Mill Co. v. Alcorn, 
supra; Levy v. Waitt (C. C.), 56 Fed., 1016. 

In arriving at this conclusion, we have not overlooked the 
Baltimore Club Whisky Case (Carroll vy. Mclllvaine [C. C.], 
171 Fed., 125), decided by Judge Hough, and emphasized by 
counsel for plaintiff. The distinguishing fact of that case, and 
upon which the decision doubtless turned, was the limited terri- 


tory employed by the Baltimore vendors of the article called 
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Baltimore Club,” which appears to have been confined to the 
city of Baltimore before it was “introduced” to the trade in New 
York. The liquid blend of the same name in New York, if it did 
not enjoy a name so ancient, was equally as popular and covered 
a more extensive territory; and while apparently the case did 
not turn on that point, the sounder reason for the decision may 
have been put on the fact that, while the original Carroll began 
to sell Baltimore Club not earlier than 1870, the original Mc- 
Ilvaine, the New York vendor, as ascertained by the learned 
judge, ‘‘sold Baltimore Club whisky and obtained a considerable 
market for same as early as 1868.” 

From the facts disclosed by the record and summarized in 
this opinion, in the light of the authorities, we conclude that the 
plaintiff had no exclusive right to Tea Rose as a trade-mark for 
flour anywhere, and that Metcalf, by selling to his trade in Ala- 
bama the Tea Rose brand of the Steeleville Milling Company 
manufacture, was not engaged in such unfair competition as 
would authorize the jurisdiction of a court of equity to prevent. 

The restraining order, therefore, should be dissolved, and 
the bill dismissed ; and the order will be accordingly that the de- 
cree is reversed, and the cause remanded, with directions to dis- 
miss the bill. 


RricuMonp HosteEry MILis v. JuLius Kayser & Co. 


(204 Fed. Rep., 778.) 


Second Circuit, April Pay FURS. 
UNFAIR COMPETITION—PRELIMINARY INJUNCTION 
Where the use of the trade-names alleged to conflict was prac 
tically synchronous, and defendant’s goods are superior in grade and 
higher in price, 


mmplait ant sh u 


ind no irreparable injury to the complainant appears, 
ld be denied relief by preliminary injunction 


\ppeal from an order of the United States district court 
for the southern district of New York, denying motion for pre- 
liminary injunction. Affirmed. 


Albert M. Aust i and George i. Case, yi both of New 


York City, for appellant. 
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Hardy, Stancliffe & Whitaker, of New York City (Charles 
J. Hardy and Frederick P. IVhitaker, of counsel), for 
appellee. 


Before Lacombe, Coxe and Noyes, Circuit Judges. 


Pir CurtamM.—The use of the words “Wunderhose” by the 
complainant and “Wonderfoot” by the defendant were prac- 
tically synchronous. The action was commenced by filing the 
bill of complaint in March, 1911, but the motion for a preliminary 
injunction was not made until August, 1912, a year and four 
months thereafter. 

The defendant is conceded to be amply responsible for any 
damages the complainant may recover. No irreparable injury 
is shown by the complainant, and, in view of the fact that the 
parties deal in hosiery which differs greatly in material and price, 
it is not easy to perceive how the complainant can be seriously 
injured pending the trial. Other than the fact that both parties 
deal in hosiery, there is slight similarity in the manner in which 
their goods are offered for sale, and it is at least doubtful 
whether any confusion can arise in the minds of the purchasing 
public regarding them. 

The testimony as to unfair competition is indeterminate, but 
the presumptions are against the proposition that the defendant 
needed to resort to any unfair methods in selling its high-priced 
silk stockings in competition with the complainant’s low-priced 
cotton stockings. We do not deem it necessary to decide these 
questions definitely at this stage of the litigation. It is enough 
that they are not so clearly established in the complainant’s favor 
as to warrant the issuing of a preliminary injunction. 

Order is affirmed. 


G.& C. Merrtam Co. v. SYNDICATE PUBLISHING Co 


Second Circuit, June, 1913. 


TRADE-NAME “WeEBSTER”—SECONDARY MEANING. 
Whether the name Webster has acquired a secondary meaning 
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indicating the dictionaries of the complainant quaere. Plaintiff not 
entitled to relief on the facts presented 
Appeal from decree of the United States district court for 
the southern district of New York, dismissing the bill of com- 
plaint. Affirmed. 


For opinion below, see Reporter, Vol. 2, p. 17. 
| | | / 


William B. Hale, for complainant. 
Hugh A. Bayne, Harry D. Nims and Lauren Carroll, for 
defendant. 


Before LAcomBe, Warp and Noyes, Circuit Judges. 


Per CurtAM.—Taken as a whole, we fully approve Judge 
Hland’s opinion and upon it affirm the decree appealed from. In 
so doing, however, we must not be regarded as assenting to the 
proposition that the name ‘“Webster’s Dictionary” has a tech- 
nical or secondary meaning as indicating a publication of the 
complainant. And, on the other hand, we must not be con- 
sidered as indicating an opinion that cases can not be presented 
showing unfair competition in the sale of books or as passing 
upon the relief which may be granted in cases of fraud. 


The decree of the district court is affirmed with costs. 


UNITED STATES DISTRICT COURT 


Hint BREAD Company v. S. E. LoveEtess ADVERTISING SERVICE, 
INC., et al, 


Southern District of New York, July 2, 1013. 


UNFAIR COMPETITI PRELIMINARY INJUNCTION 
Where it has been the custom to sell goods in packages of a gen- 
eral type and design but the details are dissimilar, there being no 


proof of deception of the public, nor of actual copying of complain- 
ant’s mark, the latter is not entitled to a preliminary injunction, on the 
ground of unfair competition. 


On motion for preliminary injunction. Denied. 
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Wise & Lichtenstein, of New York City, for plaintiff. 
Wollman & Wollman, of New York City, for defendants. 














Hanp, D. J.—It is conceded that it has been the custom for 
a long time to sell bread done up in oiled paper with a string 
about it and some red sign or label, and at least in one instance 
this has been done in the neighborhood of Newark. Vice-chan- 
cellor Stevenson has held, and I agree with him in it, that in view 
of these facts the two make-ups are readily distinguishable. I 
especially base my opinion on the ribbons which go over the 
top of the paper. So much for the prima facie similarity of the 

two make-ups. If it should turn out on the hearing that the 

class of customers who buy plaintiff's bread are in effect de- 
ceived by the defendants’ make-up, another question would arise, 
but there is no sufficient showing on these papers to justify that 
conclusion. 








The only proof consists of the disputed allegation 
that the plaintiff's bread is known as “Seal Bread” which would 
alone not be enough, and the equally disputed purchases made at 
the stores. The proofs upon these certainly do not justify a 
preliminary injunction. 







I do not distinguish between the claim for unfair trade and 
that for infringement of the trade-mark. Certainly the defend- 
ants do not actually copy the trade-mark, and the question comes 
down to whether there is colorable similarity. I do not think that 
question is in substance different from the question of unfair 
trade itself. Therefore on neither ground is a case made out 







———__——__—___ 








at the present time for a preliminary injunction. 
Motion denied. 


COURT OF CHANCERY OF NEW JERSEY 


—————— 
se netic 





Hint, BREAD CoMPANY v. GooprRICH BAKING Co. 





June 16, 1913. 







1. UNFAIR COMPETITION—SIMILARITY OF PACKAGE 

The mere fact that defendant's package is generally similar to that 
of plaintiff does not constitute unfair competition, where the general 
form of packing the goods is in common use and the details and marks 
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of the respective parties are entirely unlike, since the public will nat 
urally look for the detail, and will not be deceived by the general ap- 


pearance of the goods 
TRADE-MARK—INFRINGEMENT 
\ seal in red is not infringed by a small rosette of the same 
color. 
3. INFRINGEMENT—PRELIMINARY INJUNCTION. 


Where it is apparent that defendant is pecuniarily responsible and 
there is an absence of fraudulent intent on his part, and no proof of 
actual deception, a preliminary injunction will not be granted 


Motion for preliminary injunction. 


Henry M. IlVise, of New York, for the complainant. 

Robert H. McCarter, of New Jersey, Vollman & Wollman, 
of New York City, and John Monteith, of Jersey City, 
for defendant. 


STEVENSON, Vice Chancellor (after hearing argument ).- 
| shall dispose of this matter now. It is quite unnecessary to 
examine the briefs which have been referred to and which no 
doubt cite the cases. 

The law of unfair competition has been quite fully thrashed 
out in this state as well as in other states and the principles are 
now quite well settled. 

I can not find the slightest evidence in this case that the 
defendant had any intention to defraud. The evidence on that 
subject, presented by the defendant, is not met by any affidavit 
from the other side. And it is highly improbable, under the cir- ' 
cumstances proved in this case, that the Loveless Company would 
have originated this particular label in simulation of the com- 
plainant’s label. The Loveless Company started out to exploit 
the “Luxury Bread” and made contracts in twenty-nine different 
places in which this label was to be used. It was to its interest 
to differentiate Luxury Bread from any other bread of every 
other local dealer in the various twenty-nine places. 


Nor is there any evidence that the defendant intentionally 
selected the label innocently devised by the Loveless Company on 
account of its similarity to the complainant’s label with intent to 
simulate the bread of the complainant in the Newark market. 
The indications are quite positive that both the Loveless Com- 


s ne 
ee 
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pany and the defendant from the start, sought to capture the 
market as far as possible with the “Luxury Bread” and mark 
it by a distinguishing label. The charge that there was any 
intention to defraud in the operations of the defendant in this 
case is without support, and in fact might be said to stand dis- 
proved. 


In respect to the claim that there is no precise proof that 
any purchaser in fact has made a mistake, or has been defrauded 
—that is not essential in an injunction case where the law of un- 
fair competition is involved if the two competing articles pre- 
sent such a similarity of appearance that the court can see that 
confusion, mistake and fraud are liable to occur, whereby the 
complainant will be injured and the public deceived. But it is 
always a very important matter, especially upon a motion for 
a preliminary injunction where the complainant has had ample 
opportunity to inquire, whether it appears from the evidences 
that any person has been in fact mistaken or deceived in pur- 
chasing an article manufactured by the defendant when he 
thought he was purchasing an article manufactured by the com- 
plainant. This case is absolutely destitute of any evidence of 
any such mistake or deception in fact in any actual instance. 
It is true that dishonest dealers will sometimes hand out any- 
thing which they think they can sell to their customers when they 
can not supply the particular article called for. The law of 
unfair competition does not protect purchasers against false- 
hoods which the tradesmen may tell; the falsehood must be 
told by the article itself in order to make the law of unfair 
competition applicable. 


The mere fact that boys went into a grocery store, called 
for Red Seal bread and the grocer sold the defendant’s bread 
to them, whether with or without the false representation that it 
was the bread called for, is very slight evidence on which to base 
a preliminary injunction in this case, when the purchaser was 
not deceived, got precisely what he wanted, and no one anywhere 
was deceived by the transaction. ‘lhe application for an injunc- 
tion in this case appears to stand solely upon the claim that 








-_ 
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the similarity of the defendant's loaf of bread as presented in 
the market, to the complainant’s loat of bread, must be adjudged 
by the court, to be naturally or necessarily productive of mis- 
take or fraud. 

Vhis brings us to what probably in this case, and generally 
ll the majority of cases is the determining question, and that 
question arises trom an inspection of the two articles, and a 
consideration of all the conditions of the trade, under which the 
iwo articles are put forth. 1f bread had been sold in Newark, 
until the complainants started with this mode of preparing their 
bread tor the market without any covering whatever, or if, when 
salitary notions began to be regarded, bakers had put their 
loaves in paper boxes and no one in Newark had ever seen a loaf 
of bread tied up in waxed paper with a red label on it, and with 
a red string tied around it, until the complainant had adopted 
that mode of putting his goods on the market, and the complain- 
ant was in possession of that entire market with this unique 
method of offering its goods, and thereupon the defendant 
started out with this package in evidence here, | think then a 
very serious question would arise whether a case for an injunc- 
tion had not been made out by the complainant apart from all 
intention to defraud on the part of the defendant, and apart 
from, and without the aid of actual proof of deception or mis- 
take. Perhaps a question would then arise before the court, on 
an inspection of the two articles, whether the tout ensemble of 
two articles was not so similar that the court would say that the 
distinction was not apparent, and that the defendant, to be fair, 
should adopt some other way of presenting its goods. 

That is not the case here. It appears that very large quan- 
tities of bread are sold wrapped in white waxed paper with red 
labels and tied with red string, and that buyers of bread are used 
to this method of wrapping a loaf of bread for sale—that such 
is the way in which one may expect to find loaves of bread sup- 
plied in groceries. So that we have a buying public in and 
around Newark, educated in respect to these packages, knowing 
that bread is sold in this way, and under these circumstances, the 
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public look naturally more at the detail than they otherwise 
would, and when we come to look at the details of these pack- 
ages we find that they are very dissimilar. ‘The most casual ob- 
servation discloses marked differences. 1 do not think I need 
repeat them, they have been very fully pointed out and dis- 
cussed by counsel on the argument. The most serious question 
probably arises over the form of the rosette. It might be said 
that the rosette of the defendant, somewhat resembles the seal of 
the complainant. Perhaps this point is of more importance in 
considering the independent claim of the complainant to a trade- 
mark for | understand the claim of trade-mark relates to the 
seal of the complainant and the claim is that the rosette is a 
simulation of the seal. But before considering this device as 
an infringement of a trade-mark, and looking at these two par- 
cels in the light of the principles of the law of unfair competition 
to which I have referred, | do not see how a purchaser of bread 
in Newark, knowing how bread is packaged could confuse these 
two emblems. The complainant’s central figure is what pretty 
much all the world knows as a seal, perhaps children and women 
who buy bread in the grocery stores in Newark, are not pre- 
sumed to be as familiar with the form of that object as lawyers 
and law clerks are, and yet the form of a seal in detail is very 
widely known. The public generally knows what a seal is—a 
circular piece of paper often with serrated edges. I hardly 
think any people would be deceived into the supposition that the 
rosette on the defendant’s wrapper is intended to be a seal—or 
that it can properly be called a seal. I do not think a child would 
regard the rosette as a seal; a child might call it a bow knot but 
I think would more properly call it a rosette, but, as I said, at- 
tention being necessarily called more to the details I do not find 
there any one detail in the defendant’s wrapper, which in con- 
nection with all the other circumstances, in connection with all 
the other features could deceive the purchaser. Differentiation 
of course can be made in a variety of ways. You might take 
two packages which are so similar that a buyer might be deceived 
and then differentiate by removing some common feature or al- 
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tering some common feature of the two; you can differentiate 
by adding to one package what 1s not found on the other. You 
have to take the package as a whole; you can not go into details 
so as to find that, because there is a simulation of a single de- 
tail of one, in a detail of the other, therefore there is a violation 
of the complainant's rights, and an injunction must go. In 
considering details in respect to the law of unfair competition 
it must be determined whether the two details, which perhaps 
resemble each other in connection with all the other features and 
in connection with the known customs of the trade, lead to de 
ception and fraud. 

With respect to the complainant’s independent claim that 
this is a case of trade-mark infringement based on the similarity 
of the rosette to the seal—I| think that a mere inspection of the 
two devices indicate that this claim is unfounded. ‘The com- 
plainant’s mark is a seal securately representing an object which 
we all know; all persons who know what a seal is recognize the 
complainant’s mark to be a seal. Persons who know what a 
seal is—I think | can safely say—would never call the device of 
the defendant, a seal. 

In dealing with both branches of the case we have to bear in 
mind that the defendant, by the undisputed evidence in the case, 
appears to be amply responsible. This fact, however, is not 
sufficient, in cases of this character, to stay the hand of the 
court in issuing an injunction. Damages are often difficult of 
ascertainment, and if the other conditions exist under which an 
injunction might go, the fact that the defendant is responsible 
in damages would not necessarily prevent the issuing of an in- 
junction. But when a case is presented in which there is no evi- 
dence of any intention to defraud on the part of the defendant, 
but, on the contrary, the proofs are that there was no such in- 
tention, and, further, the case is destitute of any evidence of any 
deception practiced in fact in any case or any damage arising 
from mistake in any case, then where the defendant is shown 
to be pecuniarily responsible the court should be cautious in issu- 


ing a preliminary injunction on the ground that the damages are 
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incapable of exact computation, and therefore the remedy at law 
is not adequate. 

This is a motion merely for a preliminary injunction and 
nothing more; the only question is whether a case is presented 
where the complainant, either upon terms of giving a bond, or 
upon other terms, or without terms, should have the operations 
of the defendant stayed pending the suit, or whether it should be 
obliged to await the final decree after proof in the case. 

In my judgment this is not a case for preliminary injunc- 
tion and therefore the motion will be denied. 





SUPREME COURT OF ALABAMA 
PirpPEN v. Harris, et al. 


(61 So. Rep., 8go.) 
April 24, 1913. 


UNFAIR COMPETITION—PROOF. 

In an action for unfair competition, it must be shown that the 
defendant himself authorized or knew of the acts of his agents com- 
plained of. It is not sufficient to prove fraudulent actions on the 


part of his subordinates. 
Appeal from chancery court, Jefferson county. Bill dis- 
missed. Affirmed. 


R.s. McClure, of Birmingham, for appellant. 
Allen & Bell and John T. Glover, of Birmingham, for ap- 
pellees. 


McCietian, J.—This bill, filed by appellant against appel- 
lees, seeks to restrain respondents from infringing upon com- 
plainant’s registered trade-mark and trade-name, Viva, a soft 
drink, and from molesting and injuring complainant’s business by 
respondents’ unfair, fraudulent trade competition. The tem- 
porary injunction issued when the bill was filed was dissolved 
and the bill dismissed upon the final hearing of the cause on 
pleadings and proof. The evidence entirely fails to show any 
infringement or fraudulent use of the complainant’s registered 
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trade-mark or trade-name, Viva, a material allegation of wrong 
with which the bill charges these respondents. 

It is also averred that the respondents “have represented to 
the purchasing public their product was Viva, and have sold 
it to a large number of orator’s customers for Viva, and the 
customers have been deceived and defrauded into thinking that 
they were purchasing Viva, and have purchased this product.” 
While there is testimony tending to show that employers or 
drivers of the sales and delivery wagons of respondents made 
the false and fraudulent representations averred with respect to 
the identity, etc., of a product they sold as Viva, there is no 
evidence that Allen Harris (doing business as the Camel Bottling 
Works) himself so wronged the complainant as is averred or 
even that he knew of, authorized, or ratified the false and fraudu- 
lent statements attributed to his employees. Indeed had the com- 
plainant attempted to conform his allegation to his proof, he 
would have framed his pleading so as to impute the wrong of 
the agent to the principal. This, however, complainant did 
not do. 

There is testimony to like effect with reference to the em- 
ployees of Oldham and Worcester. As indicated with respect to 
Allen Harris, there is want of conformity between allegation 
and proof. Notwithstanding this, when the whole evidence is 
considered in the light of the burden of proof assumed by and 
resting upon complainant, we are not convinced, as the learned 
chancellor was not, that the burden on complainant has been 
discharged. 

The only error assigned refers alone to the final decree on 
testimony submitted. Much of the argument for appellant treats 
questions which could only arise on the hearing of a motion 
to dissolve a temporary injunction. 

The decree is affirmed. 

Affirmed. All the justices concur, except Downett, C. J.. not 
sitting. 
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THE TRADE-MARK REPORTER 
COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 


OLIVER CHILLED Plow Works y. THe Wm. J. OLiver MANv- 


FACTURING COMPANY. 
(102 ©. 'G., 217.) 
February 25, 1913. 


1. TRADE-MARKS—OPppPosITION—TESTIMONY 


1s To UNFAIR COMPETITION . 
IMMATERIAL. 


“The Examiner of Interferences in his decision makes a timely 
criticism of much of the evidence appearing in. the record, as follows: 


‘At this point it may be stated that there is a great mass of testimony 
in this case which is entirely irrelevant to the questions which this 
| tribunal is called upon to decide. The record is full of matters which 
relate solely to the question of unfair competition in trade which mat 
| ters it has been repeatedly held can not be considered in a trade-mark 
opposition. The only question for consideration here is whether or 
i not applicant is entitled to register his mark, and such matters as the 
| painting of the plows, the quality and reputation of the goods of the 
parties, the prices at which the plows are sold and similar matters 
are irrelevant to this controversy.’ ” 

| 2. NAME oF APpPLICANT—-NotT WRITTEN IN A PartTICULAR MANNER—NOT 
REGISTRABLE. 

| 


The mark of the applicant held not registrable, since it discloses 
the name of the applicant and is not written in such a particular or 
distinctive manner as to avoid the prohibition of the Trade-Mark Act 


Mr. H. A, Seymour, for the appellant. 
Mr. Julian C. Dowell, for the appellee. 
VAN OrspEt, J.—The appellant, Oliver Chilled Plow 
Works, appeals from a decision of the commissioner of patents 


in an opposition proceeding in which it seeks to prevent registra- 
tion of the following trade-mark by appellee, The Wm. J. Oliver 
Manufacturing Company. 
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It appears that appellant is extensively engaged in the manu- 
facture and sale of plows in South Bend, Ind. Its business was 
originally established by James Oliver and others more than 
fifty years ago. The plows manufactured by appellant company 
are known to the trade as “Oliver Plows” or “Oliver Chilled 
Plows,’ and are generally marked with the word “Oliver.” It 
has four registered trade-marks, obtained by it and its prede- 
cessors, which are set up in the notice of opposition, copies of 
which were introduced in evidence. They are as follows: “Oliver 
South Bend Plow,” “The Oliver,” “Oliver,” and “Oliver,” reg- 
istered under the ten-year proviso of the trade-mark act of 1905. 
It is alleged in the notice of opposition that the mark sought to 
be registered by applicant is anticipated by the above registered 
marks. 

It appears that about December, 1908, Wm. J. Oliver, the 
sole owner of the capital stock of appellee company, began the 
manufacture of plows in Knoxville, Tenn., on an extensive scale; 
that these plows are marked by the words “The Wm. J. Oliver 
Manufacturing Co., Knoxville, Tenn.,” on the handles and sides 
of the plow, and with the words “The Wm. J. Oliver Improved” 
on the top of the beam, while the mark for which registration 1s 
sought is stamped on the front of the moldboard. It further 
appears that appellee has obtained two registrations for the above 
mark, with the words “The Wm. J.” omitted. One registration 


was for use on 
mining cars, contractors’ dump-cars, spreader-cars and ballast-cars, 


and the other for 


marble finishing machinery, screens, tipples, drums, hoisting engines, der- 
ricks, winches, pulleys, sheaves, fans, saw-frames, skips and journal 
blocks 


Of course, appellant company could have no objection to 


the use of the mark under either of these registrations, inasmuch 


as it would in no way interfere with their business in the manu- 
facture and sale of plows. 

The examiner of interferences in his decision makes a timely 
criticism of much of the evidence appearing in the record, as 


follows: 
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At this point it may be stated that there is a great mass of testimony 
in this case which is entirely irrelevant to the questions which this tribunal 
is called upon to decide. The record is full of matters which relates 
solely to the question of unfair competition in trade which matters it has 
been repeatedly held can not be considered in a trade-mark opposition. 
The only question for consideration here is whether or not &pplicant 
is entitled to register his mark, and such matters as the painting of the 
plows, the quality and reputation of the goods of the parties, the prices 
at which the plows are sold and similar matters are irrelevant to this 


controversy. 

In determining, however, whether a mark is entitled to be 
registered as a technical mark, it is proper to take into considera- 
tion the circumstances surrounding its use. The name “Wm. J. 
Oliver,’ in the mark would be much more apparent on an article 
covered over with inscriptions containing the name than if used 
as the sole distinguishing mark. For fifty vears appellant com- 
pany has been selling “Oliver” plows, until its trade has extended 
over the world. Farmers know the plow by the name “Oliver,” 
and would not know whether the Oliver who established the 
South Bend works was James or Wm. J. No name, probably, 
is so generally and intimately associated in the mind of the 
farmer with plows as the name “Oliver.” With these conditions 
in mind, we think the average person would have little difficulty 
in deciphering the mark at a glance. The addition of the Chris- 
tian name “Wim. J.” at once suggests a man’s name and directs 
attention to the acrostic symbol revealing the surname as its 
dominating chararacteristic, instead of giving an impression that 
would tend to obscure the name. 

We think this mark is within the prohibition of section 5 of 
the trade-mark act which provides 


that no mark which consists merely in the name of an individual, firm, 


corporation, or association, not written, printed, impressed, or woven 
in some particular or distinctive manner or in association with a portrait 
of the individual ' shall be registered under the terms of this 
act 


The se ype of the statute is well defined in ex parte Polar 
Knitting Mills (154 O. G., 512, as follows: 


It is believed that the controlling principle underlying the require- 
ment of the statute that a mere name, unless written or printed in a dis- 
tinctive manner, may not be registered, is that the distinctive manner in 
which the name is displayed must be of a character as to give such a 
distinctive impression to the eye of the ordinary observer as to outweigh 
the significance of the mere name. 
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This rule was approved in in re Artesian Mfg. Co. (37 App. 
D. C., 113). We think the mark in question comes clearly 
within the prohibition of the act and falls short of meeting the 
conditions of the rule above stated. 

While unnecessary to the determination of this case, it may 
be stated that the reason which forbids its registration as a 
technical trade-mark would apply equally in support of appel- 
lant’s contention that the use of this mark would create confusion 
in trade. 

The decision of the commissioner of patents is reversed and 


the clerk will certify these proceedings as by law required. 


COMMISSIONER OF PATENTS 


Lorp & Tayior v. H. Wore & Son 


June 27, 1013. 
/ 
CONFLIC1 \ Goops OF THE SAME DESCRIPTIVE PROPER’ 
\rticles of underwear are of the same descriptive properties witl 
hosiery, within the meaning of the trade-mark law. 
’ “pe wid sibam << j “ere ) } >} r 
Messrs. €; lid © I] kre and | CSSr 3; k Derts, Roberts 


Cushman, for Lord & Taylor. 
Mr. James N. Ramsay, for H. Wolf & Sons. 


Moore, Commissioner.—This is an appeal by H. Wolf & 
Sons from the decision of the examiner of interferences sustain 
ing the opposition of Lord & Taylor and holding that the ap 
plicant is not entitled to register the mark shown in its appli 
cation. 

The mark in question comprises a representation of a raved 
medallion suspended in an eagle's beak and bearing prominently 
thereon the word “Onyx.” It is practically a line for line copy 
of the mark used by the opposer upon hosiery and commonly 
known to the public and to the record in this case as the “Onyx” 
mark. It has been very extensively advertised by the opposer 
in connection with men’s and women’s hosiery and has at the 
present time become familiar to everyone in connection wit’ 
the business of Lord & Taylor. 
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It is admitted that the use by Lord & Taylor began prior 
to any use by the applicant. The applicant seeks to register the 
same mark for use upon underwear, that is, undershirts, drawers 
and union suits, and the primary question raised by this opposi- 
tion is whether these are goods “of the same descriptive prop- 
erties’ as hosiery within the meaning of the trade-mark law. 

The opposer contends that underwear includes hosiery and 
hosiery includes what is commonly called “underwear,” and it 
cites Webster’s dictionary, the Century dictionary, and several 
others, as well as the Encyclopedia Britannica, as proof of its 
assertion. The definitions cited go far toward proving the point, 
but it is believed sufficient for the case in hand to consider 
simply whether undershirts, drawers and union suits are goods 
of the “same descriptive properties” as stockings and socks within 
the meaning of the law. 

There is, so far as I know, no adjudicated case which con- 
siders these words of the law specifically and attempts to define 
their meaning. It is clearly not intended by this phrase of the 
law that a description of all the physical properties of the goods 
of one party must tally with a similar description of the goods 
of the other party, for this would mean that the goods must be 
identical, and the courts have repeatedly ruled against such an 
interpretation. 

Applicant relies largely on the decisions in Muralo Company 
v. National Lead Company, 165 O. G., 475, 36 App. D. C., 541; 
Johnson Educator Food Company v. Sylvanus Smith & Co., Inc., 
175 O. G., 268, 27 App. D. C., 701, and the Hump Hairpin Co. 
v. The Long Hook and Eye Company, 190 O. G., 1032, 39 App. 
D. C., 484, wherein the court of appeals of the District of Co- 
lumbia, in considering the question of similarity of goods used 
language referring to the impossibility of a purchaser accepting 
“white lead” in place of “calcimine,” “fish” in place of ‘“‘crackers,” 
or “hairpins” in place of “hooks and eyes.” The first and last 
of the cases cited involved differences in the marks of the parties 
as well as in the goods to which they were applied. In any 
event, the language of the court referred to by applicant is nog 
believed to have been intended as a complete and conclusive 


test as to whether two species of goods are of the same descrip- 
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tive properties. So considered it would be at variance with 
other decisions of the same court which have not been overruled 
and which were indeed referred to in the Hump Hairpin case 
itself as stating the law as applicable to the facts of those cases. 
Furthermore, as pointed out in the decision below, if the ability 
to induce a customer to take one article in place of and believing 
it to be another were considered the conclusive test, it would be 
admissible for one party to register a given mark for union 
suits, where another party had used the identical mark in trade 
on undershirts or drawers, or to register a mark for ladies’ 
stockings, where another had previously used the same mark 
on men’s half hose, or to register a mark for linen collars which 
had previously been used by another on cuffs, for in no one of 
these cases could any customer in his right mind be misled into 
accepting one of these articles as a substitute for the other merely 
because it bore a similar trade-mark. 

The ultimate test as to whether goods are of the same de- 
scriptive properties must always be whether the similarity in 
the goods is such that the use of the same mark thereon would 
induce the purchaser to believe that the goods of one party were 
manufactured or vouched for by the other party. The proposi- 
tion is admirably stated by the circuit court of appeals for the 
eighth circuit in the case of Layton Pure Food Company v. 
Church & Dwight Co., 182 Fed. Rep., 35, as follows: 


“The issue here really harks back to the fundamental question that con- 
ditions every disputed infringemnt of a trade-mark, viz.: Is the defend- 
ant’s use of the mark calculated to induce a purchaser exercising such 
care as buyers commonly use to purchase the goods of the defendant in 
the belief that they are those of the complainant?” 


This is a recent case and decided under the present trade- 
mark law, but the same principle has been repeatedly announced 
under both the old and new laws, and in this country as well as 
in England. (See American Tobacco Co. v. Polacsek, 170 Fed. 
Rep., 117; Church & Dwight v. Russ, 99 Fed. Rep., 276; Canal 
Co. v. Clark, 13 Wall, 211; Omega Oil Co. v. Weschler, 71 N. Y. 
Supp., 983; Jn re Australian Wine Importers Trade-Mark, 6 
R. P. C., 311; Warwick Tyre Co. v. New Motor, etc., Co., 27 
R. P. C., 161). In short, the function of a trade-mark is not to 
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distinguish one species of goods 
the maker or purveyor of the goods, and deceptive similarity in 
goods exists where the similarity is such 


reasonable supposition that both emanate from the same source. 


This is in substance the holding made by the court of appeals of 
the District of Columbia in the case of IWalter Baker & Co., Ltd 
v. Harrison, 138 O. G.. 779, 32 App. D. C.. 
said: 


as tO give rise to a 


272, in which it was 


“The injury which appellant would sustain by granting registration 
of appellee consists chiefly in the possibility of appellee's using the mark 
on an inferior quality of coffee, and thereby, by association in the mind 
of the public, injure the standing of appellant’s goods, The public are 
entitled to protection against such a result.” 


And again in Phoenix Paint & larnish Co. y. John T. Lewis 
Ss 
“> Bro., 139 O. G.. 990, 32 App. D. C.. 285: 


“We think two trade marks may he said to he appropriated to mer 
chandise of the same descriptive Properties in the sense meant by the 
Statute when the general an l essential characteristics of the goods are the 
same. To rule that the goods must be identical would defeat the pur 
pose of the statute and destroy the value of trade-marks. The test js 
whether there is such a sameness in the distinguishing characteristics of 
the goods as to be likely to mislead the general public. If there is, only 
one mark should be registered Congress evi lently intended to prevent 
the second registration of a mark that would enable an unscrupulous 
dealer to obtain the benefit of a valuable trade reputation established 
by conscientious effort and fair dealing to the Injury of the public as 
well as the owner of the mark,” 


It will be seen that the authorities taken 


as a whole lay 
down no specific rule by which 


it may be determined in any 
given case whether two species of goods are “of the same de- 
Scriptive properties,” and from the nature of the 
question which must. be decided anew 
arises. 


case it is a 
for each instance that 


As showing that underwear consisting of undershirts. 


drawers, and union suits are not goods of the same descriptive 
properties as hosiery, consisting of men’s, women’s and children’s 
stockings, appellant submits the following tests on page 112 of 
its brief: 


1. A description of an undershirt, drawer or union 


suit 
can not possibly include the description of a stocking. 


from another, but to identify 
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2. Undershirts, drawers and union suits can not be substi- 

tuted in use for stockings. 

3. They do not come into competition with each other. 

These tests are on their face of no value for it is equally 
true that a description of an undershirt can not possibly include 
the description of drawers, neither could an undershirt be sub- 
stituted for a pair of drawers; nor could men’s socks come into 
competition with women’s stockings, yet in each instance no one 
would consider registering the same mark to different parties 
for these separate articles. 

It is a matter of common knowledge that hosiery and under- 
wear are frequently, if not usually, sold from the same counters, 
or in the same departments of stores, and frequently by the 
same clerks. The testimony and exhibits of the opposer point 
out this fact and show further that these two pieces of goods 
are frequently, if not usually, manufactured by the same people, 
handled by the same jobbers, and advertised together in news 
papers, magazines, etc. In short, the two are so closely asso 
ciated in the minds of the public that it 1s believed the conclusion 
would inevitably follow on seeing the “Onyx” mark on under 
wear, that it was underwear put out by Lord & Taylor. This 
conclusion is strengthened by the testimony of some forty odd 
witnesses called by the opposers, each of whom upon being shown 
an exhibit undershirt bearing the “Onyx” mark, such as the 
applicant proposes to use on underwear, testified that if such a 
garment were offered him by salesmen, he would suppose it to 
have come from Lord & Taylor, or the parties who put out the 
“Onyx” stockings. 

The conclusion is further strengthened by the decision of 
Judge Hollister in an opinion given in the case of Lord & Taylor 
v. Wolf, ct a/., in the district court of the United States for the 
southern district of Ohio. This is a pending suit between the 
same parties herein involved and the case came up upon excep 
tions to the defendant's plea. A copy of the decision 1s on file 


in this record. In his opinion the judge said: 


“While it would be sufficient to dispose of the exceptions on the sole 
ground that the plea is multifarious, yet as the argument took wide range 


and since it may tend to an earlier disposition of the case, it may be 
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well for the Court to touch upon some of the questions involved in the 
motion and in the exceptions on the ground of insufficiency. 
“Non-infringement can not be raised by plea. The plea is, therefore, 
bad. 

“Tt will not be necessary to decide that ‘Hosiery’ includes knitted 
underwear generally, because if it did not yet the word “Onyx” is de- 
scriptive of the origin (Lord & Taylor) of at least knitted footwear. 
The use of the same word on knitted undearwear, being goods of similar 
character, would indicate the same origin. 


“The word ‘Onyx’ with the medallion and eagle’s head, as used by 
defendants, is calculated to induce the puplic to believe knitted undear- 
wear had the same origin as knitted footwear marked as complainant’s 
goods are marked.” 


There is another consideration arising from the circum- 
stances of this particular case which in itself is believed to be 
conclusive against the applicant. The mark which the applicant 
adopted is in all essential aspects identical with the mark of 
Lord & Taylor which they have for years advertised and which 
is estimated to be worth, approximately, a million dollars. It is 
a mark of sufficient intricacy of design so that by no reasonable 
possibility could the applicant have chanced upon it, nor could 
it have been suggested to it by the nature of the goods or other 
circumstances connected with the trade in underwear. It is 
a palpable effort on the part of the applicant to trade upon the 
good reputation of Lord & Taylor, and the fact that, from all 
notable and valuable trade-marks in use, it selected this mark for 
underwear shows that the applicant itself realized that two species 
of goods are so closely associated in the mind of the public 
that it would derive benefit from the reputation and advertising 
of Lord & Taylor. This is in the nature of an admission from 
the applicant itself, that the goods are of the same descriptive 
properties. In this respect the case is distinguished from such 
a case as the Hump Hairpin Co. v. De Long Hook and Eye Co., 
supra, in which the word “Hump,” the prominent feature of the 
applicant’s mark, might naturally have been suggested by the 
form of the goods to which the mark was applied or by other 
associated ideas. 


The opposer, however, does not rely solely upon the finding 
that underwear and hosiery are goods of the same descriptive 
properties, for it has introduced considerable testimony to show 
that it has in fact used its mark upon underwear. The president 
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of the company, Emery, and several other witnesses, testify 

that the “Onyx” mark was applied by Lord & Taylor to black 

underwear including undershirts, drawers and union suits during 

a period of at least five or six years, ranging from about 1898 

to 1904, when said underwear was in vogue (record, page 30, 

XQ's 146 to 150 and 162; page 57, XQ’s 55 and 56; page 70, | 
(’s 38 to 40; pages 70 to 72, Q's 46 to 63; page ITT, RDO 59; 

page 114, RNQ 70 to 75; page 117, XO’s 17 to 21; page 12%, 

XQ's 34 to 39). 

This testimony has not been impeached or contradicted by | 
the applicant and it is considered sufficient to establish that the 
opposer did in fact use the mark as stated. It further appears 
from the testimony of the same witnesses that the reason sales | 
f this underwear ceased was because black underwear went 
out of style. There is no testimony indicating an abandonment 





if the mark for use on underwear, and it is well settled that 


abandonment of a trade-mark can not be assumed, but must 





be proved by the party alleging it (l/athy v. Republic Metalwar 
Co., 154 O. G., 1109, 35 App. D. C., 1513 Sarlehner v. Eisn 
Vendelson Co., 179 U. S., 19). In the present case there is not 


only no evidence of intention to abandon the mark for undet 
wear, but, in view of the circumstances under which its use was 
discontinued, there 1s a fair presumption that the opposer intends 
to use the mark in that connection in the event of black under 
wear again coming in stvle 

It must be held, therefore, that the opposition was properly 
sustained both on the ground that hosiery and underwear art 








ods of the same descriptive properties and on the gr 


§ the mark on under 


erference is affirmed 
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answer and a decision sustaining the opposition was thereupon rendered 
by the examiner of interferences, appeal from this decision lies to the 
commissioner. 

OPpposITION—SUFFICIENCY OF NOTICE. 

Where in the notice of opposition it is alleged that the opposer 
adopted and used continuously a certain trade-mark for rubber tires 
and that tires bearing said trade-mark had been sold continuously in 
intrastate and interstate commerce since the adoption of the trade-mark, 
these statements constitute a sufficient allegation of ownership of the 
trade-mark by the opposer, and the fact that it was not alleged that 
the opposer had the exclusive right to said mark is immaterial. 
SIMILARITY OF Goons. 

Rubber tires and automobiles do not constitute goods of the same 
descriptive properties and the use of a mark upon the former is no 
bar to the use of the same mark upon the latter by another. 


Mr. Ernest Hopkinson, for G. & J. Tire Co. (Mr. Edward 
W. Vaill, of counsel.) 
Mr. O. E. Duffy, for G. J. G. Motor Car Co. 


to 


Ww 


For opinion of the court of appeals, see ante, p. 243. 


BILLINGS, First Assistant Commissioner.—This is an appeal 
by the G. J. G. Motor Car Co. from a decision of the examiner of 
interferences sustaining the opposition filed by the G. & J. Tire 
Co. and holding that the G. J. G. Motor Car Co. is not entitled 
to register the mark for which it has made application. 

The application of the G. J. G. Motor Car Co. was filed March 
31, 1910, for the registration of a mark consisting of the letters 
“G J G” inclosed in a triangular border as a trade-mark for 
automobiles and alleges the use of said mark by the applicant 
since August I, 1909. 

Opposition was filed to the registration of appellant’s mark 
by the G. & J. Tire Co. The first and second grounds of its no- 
tice of opposition alleged certain facts as follows: 


1. The G. & J. Tire Company has adopted and used in its business 
since October I, 1903, a trade-mark for rubber tires which consists of the 
letters and symbols “G. & J.” inclosed in a triangular border having 
features of ornamentation. 

2. The G. & J. Tire Company has registered said trade-mark in the 


United States patent office, said registration being numbered 43,103, dated 
August 2, 1904. 


A demurrer filed by appellant to the notice of opposition was 
sustained by the examiner of interferences, who held as follows: 


The notice of opposition is therefore defective, since it fails to 
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specify the goods upon which the mark is used, or that the mark has 
been applied to any particular goods which have been sold, or that the 
mark has been continuously used from the date mentioned in the notice 
of opposition to the date of filing thereof. It is considered, however, 
that the profert of the registration and the allegation with reference to 
use made in the first ground of opposition are sufficient to entitle the 
opposer to amend his notice for the purpose of more specifically setting 
forth the facts upon which he relies as a basis for his alleged damage. 

Under permission given by the examiner of interferences 
opposer filed an amended notice of opposition, the first three 
grounds of which are as follows: 

1. The G. & J. Tire Company has adopted and used in its business 
continuously since October Ist, 1903, a trade-mark for rubber tires, which 


consists of the letters and symbols “G. & J.” inclosed in a triangular bor- 


der having certain features of ornamentation as follows: 
* * x * * 


2. Said trade-mark is used in the business of said G. & J. Tire Com- 
pany upon rubber or elastic vehicle tires. 

3. That said vehicle tires, having said mark applied thereto, have 
been sold in intrastate commerce and interstate commerce continuously 
since the said adoption of said trade-mark up to the present time. 

A demurrer to this notice of opposition was overruled by 
the examiner of interferences, and times were set for the filing 
of an answer and a replication or other appropriate pleadings. No 
answer or other action was filed by the G. J. G. Motor Car Co. 
within the time fixed, and said company was notified by the 
examiner of interferences that judgment would be rendered sus- 
taining the notice of opposition unless good and sufficient cause 
was shown on or before February 13, 1912, why such action 
should not be taken. In response thereto, appellant filed a motion 
to dismiss the opposition based upon substantially the same 
grounds that were raised and overruled in its demurrer. This 
motion was denied by the examiner of interferences, who also 
held that the filing of this motion was no sufficient reason why 
judgment should not be entered, and he accordingly entered a 
final order sustaining the opposition and adjudging that the 
G. J. G. Motor Car Co. is not entitled to register the mark for 
which it has made application. From this judgment the present 
appeal is taken. 

A question of jurisdiction is raised by the opposer, who 
claims that the G. J. G. Motor Car Co. has no right of appeal from 
the final judgment entered by the examiner of interferences. The 
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opposer contends that the judgment of the examiner against the 
applicant should be considered as rendered pro confesso by rea- 
son of the failure of the G. J. G. Motor Car Co. to file an answer 


or other pleading following the overruling of its second demurrer 
and that the— | 


judgment rendered by the examiner of interferences became final and 


absolute and not appealable and that the setting of a limit of appeal by the 
examiner of interferences was an error 
It is true, as contended by opposer, that rule 34 of the fed 


eral equity courts provides that upon the overruling of a de- 
murrer and the failure of the defendant to file an answer 


the bill shall be taken against him pro fess nd 


( } CSSO, aly 
proceeded in and decreed accordingly 


the matter thereof 


\lso, that equity rule 19 provides: 


When the bill is taken pro « ‘sso the court may proceed to a deer 
at any time after the expiration of thirty days from and after the entr 
of the orde r to take the bill Pro CONTeESSO, and such cecree rend red shall 
be deemed absolute, unless the court shall, at the same term, set aside thi 


same, or enlarge the time for filing the answer, upon c 
mMotiol ind affidavit of the defendant 


ause shown upo 


While the decree rendered under this rule is a final judg 
ment, it dees not follow that no appeal les therefrom, as con- 
tended by opposer. Concerning this matter the supreme court 
| the United States in J/asterson v. Howard (18 Wall., 99) 


held 


Where a decree is ¢ 


tel | in order taking a bill juity as 
nfessed by the defendants for want of an answer, the only question pr¢ 
sented for the consideration of the supreme court on appeal is whet! 
the allegations of the bill are sufficient to support the decree 


See, also ex parte, Jordan (94 U. S., 248, 251) and May on 


Practice and Procedure of the United States Supreme C 


} 
¢ OUT, 


\s stated in the commissioner's decision in Drevet 
turing Co. v. La 


Vanufa 
quosone Co. (122 O. G., 3014), appellant had 


no right of appeal from the decision of the examiner of interfer 


ences overruling its demurrer to the notice of opposition. Hav- 


ing elected to stand upon its demurrer, 


however, it filed n 


i] 
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answer, but permitted tinal judgment to be rendered in the case. 
From the final judgment, sections 8 and g of the trade-mark 
Statutes provide for an appeal successively to the commissioner 
of patents and the court of appeals of the District of Columbia. 
The actions in this case have been similar to those taken in 
\ 


the case of E. Mcllhenny’s Son v. New Iberia Extract of Tabas 


Pepper Co. (133 O. G., 995; 30 App. D. C., 337). Al 


does not appear in the decision of the court, the record in that 
case shows that a demurrer filed by the registrant was overruled 


and that upon its failure to file an answer registrant was notifie 


g 
that under rule 18 the courts of equity of the United States 
“eR ae Pera ape +] ] ' 
decision would be rendered sustaining the application for ca 

1 ] ] ] abe ; ‘ ° 1, ons iae y10eh 
cellation unless g and sutheient cause 1s shown wl such 


action should not be taken. No response was made to this order, 


and the examine! tf interferences thereupon rendered 1dg 
. an , Be ad ae ae os oe ) a, at 
ment that the egls ion should be ancele Registrant there 
on appealed t nimissioner, and trom the commissioner s 
ecision alm O igen the e@Xamine tr interferences 
, ' 
further appeal en to the « t of appeals the District 


t Columbia, 1c] veal was entertained by the court. 

Lhe procedqaur4re a thre present cas¢ mas TtTotowed. the pract ( 
set forth in the ees: ee Pe ee ae es ” 
et rth in the issioners cle n in the analogous ca 
Ol l lle / é f | y MYring | ) \ a my Olle 120 . 2 c*.. 

<4 
977), which states 

The record s] that the examiner f Sntantares © rrul 
lemurrer to the notic position and set times for the ing of ple 
or answer No pl was filed, and at tl expiratior eS) time 
allowed al ord T sued to sh \\ LLIS¢ withit thirt | S wh the 
notice of oppositio1 S not e sustained \ irthe! ict1o1 was 
taken by the applicant t the end of tl thirty days judgment was 1 
dered sustaining the notice of oppositior 


't 1 j 1 . 1 
The above pr re 1S in accordal vith the practice f the Unite 
tT S ( 


alt ( urts . 4 ult f Ing to a decree ( ra I> i! yy t 


the practice of the rts the question to be determined upon this appeal 
is whether the allegations of the notice of opposition are sufficiently dis 
tinct and positive when taken as true to warrant the decision refusing 
registration of the trade-mark in issue (O Central Railroad Compa 
v. Central Trust ( ! New York 43 U.S: O3 

It is urged by appellant in several of its reasons of appeal 


that the examiner of interferences erred in overruling its de- 


murrer to the notice of opposition based upon the ground that 
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said notice contained no averment of exclusive right of the 


opposer to the use of the trade-mark “G & J” for rubber tires 
and upon the further ground that the opposer has shown no title 
to the registered trade-mark No. 43,103, mentioned in the original 
notice of opposition. 

The notice of opposition alleges that the opposer has adopted 
and used in its business continuously since October 1, 1903, said 
mark as a trade-mark for rubber tires for vehicles and that 
vehicle tires having said mark applied thereto have been sold in 
intrastate and interstate commerce continuously since the adop- 
tion of the trade-mark up to the present time. These statements 
are believed to be sufficient allegations of ownership and of con- 
tinuous use of said trade-mark by the opposer. 

It is alleged in the notice that the opposer has used and is 
still using the mark as a trade-mark, and the question of whether 
it has the exclusive right to said mark is immaterial in the 
present proceeding under the ruling of the court of appeals of 
the District of Columbia in the following cases: 

In the case of Johnson v. Brandau (139 O. G., 732; 32 App. 
D. C., 298) the court said: 


The opposer in this case is not attempting to secure registration of 
the word for himself. Claiming to have used it as a trade-name prior 
to its adoption by the applicant, and to have built up a considerable trade 
in his goods, he opposes its registration as an exclusive trade-mark, under 
section 6 of the statute, as a “person who believes he would be damaged 
by the registration.” If registration be allowed, it becomes prima facie 
evidence of the applicant’s ownership of it as a valid trade-mark, under 
section 16 of the act, in any action which he may institute against the 
opposer or other who may use the word as a general trade-name for 
similar articles of goods. Having used the word as such a trade-naine, 
although not entitled to ownership of it as a trade-mark, we think it is 
permissible for the opposer to make opposition to the registration by the 
applicant. (Ky. D. & W. Co. v. Old Lexington Co. C. D. Co., C. D., 1908, 
497: 535 ©. Gy: 2002 3t App, D.C. 233, 228.) 


In Lang v. Green River Distilling Company (148 O. G., 280; 
33 App. D. C., 505) the court said: 


Under the testimony, we think it immaterial to inquire into the 


registration obtained by the appellee under the ten years’ clause of the 
trade-mark act, or to consider whether the appellant would be entitled 
to registration of “Green Ribbon” as a technical trade-mark. The sub- 
stantial question, as stated by the tribunals of the office, is as to whether 
the proposed trade-mark, “Green Ribbon,” so nearly resembles the 
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trade-mark of the appellee as to be likely to cause confusion in the mind 
of the public, or to deceive purchasers. (Sec. 5, Trade-Mark Act.) 

See, also, The Drevet Manufacturing Co. v. Liquozone Co., 
supra; in re Brittain Tobacco Works (150 O. G., 1043) ; Natural 
Food Co. v. Williams (133 O. G., 232; 30 App. D. C., 348); 
Johns-Manville Co. v. American Steam Packing Co. (145 O. G., 
257; 33 App. D. C., 224), and Underwood Typewriter Company 
v. A. B. Dick Company (163 O. G., 730; 36 App. D. C., 175). 

In view of the above conclusions, it is unnecessary to con- 
sider whether the opposer has shown title to the trade-mark 
registration No. 43,103. 

The question of similarity of the marks is not raised by 
appellant; but it contends that the examiner of interferences 
erred in overruling its demurrer to the amended notice of opposi- 
tion based upon the ground that the opposer sets up no facts 
which show that it would be damaged by the registration of the 
mark for motor vehicles. 

The court of appeals of the District of Columbia in the case 
of Battle Creek Sanitarium Co., Ltd. v. Fuller (134 O. G., 1299; 
30 App. D. C., 411) said: 

It is not sufficient for the opponent to say that he believes he would 
be damaged. He must allege some fact showing an interest in the 
subject-matter from which damage might be inferred. If he has not used 
the mark as a trade-mark upon goods of a like description he can 
suffer no damage from its registration by another. (Mc/lhenny’s Son 
v. New Iberia Extract of Tabasco Pepper Co., present term.) 

In other words, if rubber tires and automobiles are not goods 
of like description or of similar descriptive properties the opposer 
can suffer no damage from the registration of appellant's mark 
under the above ruling of the court. 

There is no allegation by the opposer that it has ever used 
the mark upon other goods than rubber tires, and 1t admits in 
paragraph 6 of its notice of opposition that 
automobiles are included in class 19, vehicles, not including engines, and 
rubber tires are included in class 35, belting hose, machinery packin | 

on-metallic tires 

Opposer contends, however, that class 19 is the more generic 
class and necessarily includes all parts of an automobile, excepting 


engines, and that registration in class 19 therefore implies. that 
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a mark so registered also covers the rubber tires when placed 
on an automobile. 

The manufacture of automobile tires is an industry apart 
and separate from the manufacture of automobiles proper. The 
manufacturer of rubber tires does not necessarily manufacture 
automobiles, and it is also true that the manufacturer of automo- 
biles does not necessarily manufacture the tires placed upon his 
machines, but purchases them from the rubber manufacturer. 
The same is generally true of other automobile accessories. 

In the case of the Phoenix Paint & Varnish Co. v. John T. 
Lewis & Bro. (139 O. G., 990; 32 App. D. C., 285) the court of 
appeals of the District of Columbia laid down the test as to when 


goods are of the same descriptive properties, as follows: 


We think two trade-marks may be said to be appropriated to mer 
chandise of the same descriptive properties in the sense meant by the 
statute when the general and essential characteristics of the goods are 
the same. To rule that the goods must be identical would defeat the 


purpose of that statute and destroy the value of trade-marks. The test 
is whether there is such a sameness in the distinguishing characteristics 


of the goods as to be likely to mislead the general public If there 1S, 
only one mark should be registered. 
In Muralo Co. v. National Lead Co. (165 O. G., 4753; 36 App. 


D. C., 541) and in Johnson Educator Food Co. v. Sylvanus Smith 
& Co., Inc. (175 O. G., 208; 37 App. D. C., 107) the court of 
appeals of the District of Columbia he!d the real question to be 
the likelihood of confusion in trade or whether the use of the 
marks on the goods of the respective parties would be calculated 
to mislead an ordinary purchaser seeking the one article into 
purchasing the other. 

Rubber tires per se and automobiles are not only readily 
distinguishable, but are dissimilar in all their essential charac- 
teristics. No authority is found for holding that a different rul- 
ing applies by reason of the fact that tires form part of an auto- 
mobile. The examiner of interferences did not pass upon this 
question, stating in his decision on demurrer that the matter 
could be better determined after the taking of testimony. No 
testimony was taken, and there is no evidence in the case showing 
that any actual confusion in the trade has resulted from the use 
of the similar marks upon the goods of the respective parties. 
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Admitting the facts alleged in the notice of opposition, there 
is nothing to show that the opposer will be injured by the regis- 
tration of the mark of appellant for automobiles. 


Ex Parte, BARRETY MANUFACTURING COMPANY. 
(192 O. G., 218.) 
June 25, 1913. 


ConFLictiING MarKs—‘“HyproNon” AND “HypbrociDE.” 

The mark “Hydronon” is properly refused registration in view of 
the prior registration of the word “Hydrocide,” since these marks bear 
such a resemblance to each other as to be likely to cause confusion in 
trade when applied to goods of the same descriptive properties. 


Messrs. Merwin & Swenarton, for the applicant. 


Moore, Commissioner.—This is an appeal from the action 
of the examiner of trade-marks refusing to register the word 
“Hydronon” with a paraph beneath as a trade-mark for bitumin- 
ous paint. 

Registration was refused upon the following marks: 
“Hydrol,” registered to C. T. Raynolds & Co., May 12, 1891, 
certificate No. 19,490; “Hydrofugol,” registered to Theodore W. 
Stemmler, November 7, 1905, certificate No. 47,501; “Hydro- 
cide,” registered to L. Sonneborn Sons, Inc., October 31, 1911, 
certificate No. 84,050. 

Applicant contends on this appeal that the marks “Hydrol” 
and “Hydrofugol” are not applied to goods of the same de- 
scriptive properties as his, inasmuch as they are described as 
appropriated merely to liquid paints, colors, etc.. whereas his 
mark is applied to a bituminous waterproofing compound usually 
intended to be covered with some other composition. It is ad- 
mitted, however, that the mark “Hydrocide” is applied to the 
same class of goods as applicant’s, and it is unnecessary to dis- 
cuss the pertinency of the marks “Hydrol” and “Hydrofugol,” 
since I am clearly of the opinion that the marks “Hydronon” and 
“Hydrocide” bear such a resemblance to each other as to be 





| 
| 
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likely to cause confusion in trade when applied to goods of the 
same descriptive properties. 
The decision of the examiner of trade-marks is affirmed. 


KAHN BrorHers & COMPANY y. CARSON, PiRIE, Scott & Co. 
(192 O. G., 218.) 
June 26, 1013. 


CONFLICTING MARKS—Goopbs OF THE SAME DESCRIPTIVE PROPERTIES 
Children’s petticoats, rompers, and dresses do not constitute goods 
of the same descriptive properties as cotton and woolen shirts for 
inner and outer wear. 
2. OpposiTioN—DISMISSAL ON MOTION 
An opposition should not be dismissed without an opportunity for 
the opposer to take testimony, unless the question in issue is so clear 
from the record that testimony would be of no material value 
Mr. Joshua R. H. Potts, for Kahn Brothers & Company. 


Vr. Titian Il’. Johnson, for Carson, Pirie, Scott & Co. 


Bintincs, First Assistant Commissioner.—This is an appeal 
by Kahn Brothers & Company from the decision of the examiner 
of interferences dismissing the opposition upon a motion brought 
by the applicant and holding that said applicant 1s entitled to the 
registration for which it has made application. 

The only question raised by the appeal is whether the goods 
of the respective parties are of the same descriptive properties. 
The applicant seeks to register the word “Magnet” as a trade- 
mark for children’s petticoats, rompers, and dresses. The op- 
poser alleges use of the same word as a trade-mark on cotton and 
woolen shirts for inner and outer wear. 

The opposer at the time of bringing this opposition had 
filed an application for the registration of its mark, and the ex- 
aminer of interferences stated that the record showed that no 
attempt had been made to bring about an interference with the 
applicant and that this must in a sense be regarded as an ad- 
mission by the opposer that the goods of the respective parties 
are of different descriptive properties. 


The examiner of interference was in error in this statement, 
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since the opposer had requested such an interference in its ap 
plication and had also filed a motion in the opposition that pro 
ceedings be suspended for the purpose of declaring an interfer- 
ence. The record shows, however, that applicant’s mark was 
passed to registration by the examiner of trade-marks after the 
request for an interference, without declaring such an interfer- 
ence. ‘This action tends to show that in the opinion of the ex 
aminer of trade-marks the goods of the respective parties wer 
not of the same descriptive properties. 

It is not believed that an opposition should be dismissed 
without an opportunity for opposer to take testimony, unless the 
question in issue is so clear from the record that the testimony 
would be of no material value. 

The court of appeals has considered the question when 
goods are of the same descriptive properties in several recent 
decisions. (JMuralo Co. v. National Lead Company, 1605 ©. G.. 


475; 30 App. D. C., 541: Johnson Educator Food Co. v. Sylvanus 


Smith & Co., Inc., i75 U. &, 2083 3 \pp. = Ge 107 ; Hun P 
Hairpin Company v. De Long Hook & Eve Company, 190 ©. G.. 
1034 Rs \pp. D Ay 154; U. CF F. Tire ( Pan \ y / ly 
Votor Car Con pany, LOO ©) Go. 550; 30 \pp. Dc. <08 ) Uy; 


der the ruling in these decisons the goods of the respective par 
ties are believed to be not of the same descriptive properties. It 
is true that they fall in class 39, clothing; but in Hump Flan 
pin Company v. De Long Hook «> Eve Company, supra, the 


court said: 


Including an article 1 comprehensive class does not, of itself, mak« 
t of the same descriptive properties of another included in the same class 
Section 2 of the act referred to does not contemplate any such minut: 


lassification 


The decision of the examiner of interferences is affirmed. 


j UnNbERWOOD TyPEWRITER Co. v. THe UNIVERSAL STENOTYPE Co 
1IOt OO G., 831 ) 


Vay 20, 1913. 


TRADE-MARK QOpposiTi AMENDMENT AFTER ADVERSE DECISION 
After an adverse decision in an opposition, the commissioner has 
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authority to permit amendment changing the particular description of 
his goods, and allow the application if, in his opinion, the amendment 
was such as to avoid the judgment in the opposition. 


Messrs. Briesen & Knauth, for Underwood Typewriter 
Company. 
Mr. Henry A. Seymour, for The Universal Stenotype Co. 


MoorrE, Commissioner.—This is a motion by the Underwood 
Typewriter Company, the opposer in the above entitled proceed- 
ing, that my decision rendered March 29, 1913, in the applica- 
tion of The Universal Stenotype Co., holding that applicant is 
entitled to register its mark as limited by its amendment to 
“stenographic writing machines,” be recalled and revoked. 

The application of The Universal Stenotype Co. as orig- 
inally filed requested the registration of a certain mark for “type- 
writing machines.’ Notice of opposition was filed by the Under- 
wood Typewriter Company, in which it was alleged that ap- 
plicant’s mark so nearly resembled the mark used by opposer 
upon its typewriters that it would cause confusion in trade and 
damage the opposer. In said proceeding the opposition was sus- 
tained and judgment rendered that The Universal Stenotype Co. 
was not entitled to register the trade-mark for which it had made 
application. Thereafter applicant filed a petition for leave to 
amend its application by changing the particular description of its 
goods. This petition was granted upon the ground that “steno- 
graphic writing machines” and “typewriting machines” are goods 
of different descriptive properties. 

It appears to be the contention of the opposer that after 
the decision sustaining the opposition had become final the 
commissioner was without power to permit the amendment of the 
application and to allow the same as amended. 

The contention of the opposer is contrary to the well-es- 
tablished practice of the Office. (Ex parte, The Vi-Stix Products 
Company, 175 O. G., 846; ex parte, Oakford and Fahnestock, 
190 O. G., 793.) In the last mentioned case, where the losing 
party to an interference filed an amendment canceling from its 
statement of goods the particular goods involved in the issue of 
the interference, it was held: 



































UNDERWOOD 





TYPEWRITER CO. V. UNIVERSAL STENOTYPE CO. 309 


When an interference involving applications for patent is terminated, 
the primary examiner advises the defeated party, in accordance with rule 
132, that his claims involved in the interference stand finally rejected. 
Following this notice the applicant is permitted to amend, so as to avoid 
the issue of the interference, if possible. If his claims as amended are 
finally rejected, his remedy is by appeal. It is believed that a similar 
practice should prevail concerning applications for the registration of 
trade-marks and that when a defeated applicant in an interference or 
opposition proceeding files an amendment in an endeavor to eliminate 
the subject-matter involved in said proceedings the examiner should enter 
the amendment, and if of the opinion that the amendment is not sufh- 





cient and does not eliminate the matter in controversy he should refuss 
registration, specitying his reasons therefor. Applicant may then furth 
amend his case or ask the examiner for a reconsideration of his action. 
If the examiner adheres to his position and makes his action final, the 
applicant may file an appeal to the commissioner, accompanied by the 
legal appeal fee, 1 from an adverse decision of the commissioner an 
appeal will lie to tl rt of appeals of the District of Columbia 


Had The Universal Stenotype Co. filed a new application 


seening 


g the registration of its mark for “stenographic writing 
machines” it wou ‘learly have been entitled to have its ap- 
plication examined \fter amending its present application sub 
"typew rit 
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peal from the decision of the examiner of trade-marks refusing 
to register as a trade-mark for dates the mark consisting of the 
word “Arab” and the representation of a man on horseback. 

The ground of rejection is that the word “Arab” is descrip- 
tive or misdescriptive as applied to dates and that the mark is not 
registrable unless this word disclaimed or removed from the 
drawing. 

One of the definitions given in the Century Ditcionary of 
the word “Arab” is: 

Il. a. Of or pertaining to the Arabs or to Arabia; Arabic; Arabian: 
as, an Arab steed. 

One of the principal products of Arabia is dates (Lippin- 
cott’s Gazetteer of the World). It is believed, therefore, that 
this term used upon dates clearly indicates to the purchasing pub- 
lic that such dates come from .\rabia. If this be a fact, the mark 
is descriptive, and if not it is deceptive. In either case it is 
not registrable as presented. 


The decision of the examiner of trade-marks is affirmed. 
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